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REMARKS 

This is a full and timely response to the outstanding non-final Office Action 
mailed September 27, 2006. The Examiner is thanked for the thorough examination of 
the present application. Upon entry of the amendments in this response, claims 1-26 
are pending in the present application. 

Claim 10 is rejected under 35 U.S.C. §101 as allegedly being directed to non- 
statutory subject matter. Claims 5, 6, 8-12, 16-19 and 23-26 are rejected under 35 
U.S.C. §1 02(b) as allegedly being anticipated by Ahmad (U.S. Pat. No. 5,925,127, 
hereinafter "Ahmad"). Furthermore, claims 7, 15, and 22 are rejected under 35 U.S.C. 
§1 03(a) as allegedly being unpatentable over Ahmad in view of Lane (U.S. Pat. No. 
6,941 ,353 B1, hereinafter "Lane"). Claims 13 and 20 are rejected under 35 U.S.C. § 
103(a) as allegedly being unpatentable over Ahmad in view of Shuster (U.S. Pat. No. 
6,826,546 B1, hereinafter "Shuster"). Finally, claims 14, and 21 are rejected under 35 
U.S.C. § 1 03(a) as allegedly being unpatentable over Ahmad in view of Garrison et al. 
(U.S. Pub. No. 2003/0204736 Al, hereinafter "Garrison'). 

Claims 1-4 have been withdrawn, and claims 10-17 has been amended. 
Applicant respectfully requests consideration of the following amendments and remarks 
contained herein. Reconsideration and allowance of the application and presently 
pending claims are respectfully requested. 
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I. Response to Election/Restriction Requirement 

A telephone interview was conducted with Applicant's attorney, Daniel McClure, 
on September 12, 2006. Applicant appreciates the time and courtesy the Examiner 
extended to Applicant's attorney in discussing this case. The discussion was directed to 
the Office Action's restriction requirement regarding the following inventions: 

Group I: Claims 1-4 

Group II: Claims 5-26 

The Examiner has required the Applicant to elect to prosecute one of the two 
groups of claims identified above in the Office Action. As discussed in the telephone 
conversation and in response to the restriction requirement, Applicant elects to 
prosecute the claims of Group II corresponding to claims 5-26 without traverse. 
Applicant reserves the right to pursue the embodiment of claims 1-4, as well as other 
embodiments disclosed but not claimed, in divisional applications. 

II. Response to Claim Rejections Under 35 U.S.C. § 101 

Claim 10 stands rejected under 35 U.S.C. §101 as allegedly being directed to 
non-statutory subject matter. The Office Action alleges the following: "In claim 10, the 
software is being recited; it appears that the software license system would be 
interpreted by one of ordinary skill in the art as software, per se. Also, claim recited 
logic which is non-functional descriptive material. As such claim 10 should be rejected 
as non-statutory." (Office Action, pg. 4). 

Without acquiescing to the allegation that claim 10 is directed to non-statutory 
matter and in an effort to expedite prosecution of the present application. Applicant has 
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amended claim 10 to recite: " A computer readable medium having software used in a 
software licensing system comprising . . ." {Emphasis added.) Accordingly, Applicant 
submits that claim 10 recites statutory subject matter, and the rejection of this claim 
under §101 should be withdrawn. 



II. Response to Claim Rejections Under 35 U.S.C. § 102(b) 

Claims 5, 6, 8-12, 16-19 and 23-26 are rejected under 35 U.S.C. §1 02(b) as 
allegedly being anticipated by Ahmad. For at least the reasons set forth below. 
Applicant traverses these rejections. 



Independent Claim 5 is Patentable Over Ahmad 

Applicant respectfully submits that independent claim 5 patently defines over 
Ahmad for at least the reason that Ahmad fails to disclose, teach or suggest certain 
features in claim 5. 

Claim 5 recites: 

5. A method for licensing software on a computer hardware 
platform, the software including at least one function that is restricted 
to a limited use , comprising: 

transmitting an activation request for a technology that must be 
registered to use the at least one function to a registration clearinghouse; 

causing registration information related to the technology that must 
be registered to use the at least one function to be compiled in a 
registration database; 

receiving a communication that is capable of relieving the 
limited use restriction of the at least one function ; and 

determining actual usage of the technology based on the 
registration information compiled in the registration database. 

{Emphasis added.) The Office Action alleges that "Ahmad teaches: A method for 

licensing software on a computer hardware platform, the software including at least one 
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function that is restricted to a limited use (col. 2 lines 4-8; col. 2 lines 62-67), 
comprising: transmitting an activation request for a technology that must be registered 
to use the at least one function to a registration clearinghouse (col. 2 lines 13-15); 
causing registration information related to the technology that must be registered to use 
the at least one function to be compiled in a registration database (col. 2 lines 41-47; 
col. 3 lines 48-51); receiving a communication that is capable of relieving the limited use 
restriction of the at least one function (col. 2 lines 28-36); and determining actual usage 
of the technology based on the registration information compiled in the registration 
database (col. 2 lines 62-65; col. 3 lines 48-51)." {Emphasis added; Office Action, pg. 
5) 

Applicant respectfully disagrees and refers the Examiner to the following text in 

the Ahmad reference: 

Generally described, in one aspect, the present invention provides a 
method for monitoring the use of a computer program . The method 
includes verifying the user's license to use the computer program during a 
licensed time of use. An authorization message is issued to the computer 
program which allows the computer program to be used by the user. 
The use of the computer program is tracked during the licensed use. Use 
of the computer program may be terminated after the elapse of the 
licensed use. The step of tracking the use of the computer program 
during the licensed time of use may include preventing unauthorized 
copying of the computer program. 

{Emphasis added; Col. 2, Lines 26-36) 

The present invention is directed to a method and system for 
monitoring the use of a rented software program module by a rental 
service provider of that software program module. As will be understood, 
the present invention may be used for monitoring a variety of program 
modules, such as application programs, operating system modules. 
Internet browsers, etc. In an exemplary embodiment of the present 
invention, an application program, such as "WORD," version 8.0, 
produced by Microsoft Corporation of Redmond, Wash., may be rented by 
an end user for use during some specified period of time. The present 
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invention allows a rental service provider to track the use of the rented 
software program module to prevent unauthorized extension of a licensed 
period of use and to prevent unauthorized copying of the rented software 
program module. 

(Emphasis added; Col. 5, Lines 16-31) 

At step 580, the rented program module 100 is launched on the 
user's computer . At step 590, the program module 100 queries the SM 
140 for authorization to run on the user's computer 20. If the SM 140 has 

not been loaded, the method follows the "NO" branch to step 600 and the 
program module 100 determines the SM 140 is inactive and generates an 
error message to the user indicating an error state. As should be 
understood the error state may Include a variety of reasons why the 
Software Monitor module is Inactive. It should be understood from the 
foregoing discussion that the program module 100 cannot run 
unless the SM 140 is operational and has received the reguired 
licensing information from the CICO module 120 . If the SM 140 has 
been loaded on the user's computer 20, the method follows the "YES" 
branch to step 610 and the program module 100 passes its APPID to the 
SM 140 and requests license Information from the SM 140. 

{Emphasis added; Col. 13, Lines 37-53) Applicant submits that the Ahmad reference 

does not teach of " the software including at least one function that is restricted to 

a limited use " as highlighted In claim 5 above. The Ahmad reference relates to 

software programs/modules that are not functional unless authorization has been 

received. That is, the software modules disclosed by Ahmad are not offered in a 

"limited use" mode. The program module Is either available for use or Is disabled. As 

shown In the cited text above, the software modules taught by the Ahmad reference 

"cannot run unless the SM 140 is operational and has received the required licensing 

information from the CICO module 120." (Col. 13, Lines 45-49) "Use of the computer 

program may be terminated after the elapse of the licensed use." (Col. 2, Lines 33-34) 

As an example of a program module, the Ahmed reference provides the following, "In 
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an exemplary embodiment of the present invention, an application program, such as 
"WORD," version 8.0." 

Applicant respectfully submits that this is a fundamental distinction between the 
Ahmad reference and the present invention. The present invention relates to software 
which provides basic functionality {i.e., limited use) to end users. End users that later 
elect to run or launch certain functions within the software to obtain less limited or 
unlimited use must undergo the step of "receiving a communication that is capable of 
relieving the limited use restriction of the at least one function" as recited and 
highlighted above in claim 5. However, if the end user does not elect to obtain less 
limited or unlimited use of the software via activation of additional features, the software 
is still available, but simply remains in a limited use mode. 

Therefore, Applicant respectfully submits that independent claim 5 patently 
defines over >4/7mac/ for at least the reason that >4/7mac/ fails to disclose, teach or 
suggest certain features in claim 5. 

Dependent Claims 6-9 are Patentable Over Ahmad 

Because independent claim 5 patently defines over Ahmad, dependent claims 
6-9 are allowable over Ahmad as a matter of law for at least the reason that claims 6-9 
contain all the features and elements of their corresponding independent claim. See, 
e.g. In re Fine, 837 F. 2d 1071 (Fed. Cir. 1988). 

Remarks Regarding Claims 10 and 18 

While the Office Action rejects independent claims 10 and 18 as a group, 
Applicant respectfully submits that the scopes of these claims are not coterminous. 
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Hence, Applicant respectfully submits that the Office Action improperly rejects these 
claims as a group (MPEP 707.07). However, in an effort to further expedite prosecution 
of the application, Applicant addresses patentable features of each of the rejected 
independent claims. 



Independent Claim 10 is Patentable Over Ahmad 

Applicant respectfully submits that independent claim 10 patently defines over 
Ahmad lor at least the reason that >4/7mac/ fails to disclose, teach or suggest certain 
features in claim 10. 

Claim 10, as amended, recites: 

10. A computer readable medium having software used in a 
software licensing system comprising: 

at least one function that Is restricted to a limited use, the 
function containing at least one technology that must be registered 
before the limited use is relieved , 

logic for transmitting an activation request to a registration 
clearinghouse, the activation request related to at least one technology 
that must be registered to use the at least one function; 

logic for sending registration information, the registration 
information related to the technology that must be registered to use the at 
least one function to the registration clearinghouse, the registration 
clearinghouse including a means for compiling the registration information, 
the means for compiling the registration information being accessible to 
determine actual usage of the technology based on the registration 
information; and 

logic for receiving a communication, the communication 
including a means for relieving the limited use restriction of the at 
least one function. 

{Emphasis added.) In rejecting claims 10 and 18, the Office Action alleges, among 
other things, that >A/7mac/ teaches "Software used in a software licensing system 
comprising: at least one function that is restricted to a limited use , the function 
containing at least one technology that must be registered before the limited use is 
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relieved (col. 2 lines 4-8; col. 2 lines 62-67)." {Emphasis added; Office Action, pg. 6) 
Applicant disagrees and submits that the Ahmad reference does not teach the feature 
highlighted in claim 10 above. As discussed for claim 5 above, there is a fundamental 
distinction between the Ahmad reference and the present invention. 

As supported by the cited text above, the Ahmad reference relates to software 
programs/modules that are not functional unless authorization has been received. That 
is, the software modules disclosed by Ahmad are not offered in a "limited use" mode. 
The program module is either available for use or is disabled. 

The present invention relates to software which provides limited use to end 
users. To allow end users to later elect to run or launch certain functions within the 
software to obtain less limited or unlimited use, claim 10 includes the element, "logic for 
receiving a communication, the communication including a means for relieving the 
limited use restriction of the at least one function." However, if the end user does not 
elect to obtain less limited or unlimited use of the software via activation of additional 
features, the software is still available, but simply remains in a limited use mode. 

Therefore, Applicant respectfully submits that independent claim 10 patently 
defines over >4/7mac/ for at least the reason that >4/7mac/ fails to disclose, teach or 
suggest certain features in claim 10. 

Dependent Claims 11-17 are Patentable Over Ahmad 

Because independent claim 10 patently defines over Ahmad, dependent claims 
11-17 are allowable over Ahmad as a matter of law for at least the reason that claims 
11-17 contain all the features and elements of their corresponding independent claim. 
See, e.g. In re Fine, 837 F. 2d 1071 (Fed. Cir. 1988). 
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Independent Claim 18 is Patentable Over Ahmad 

Applicant respectfully submits that independent claim 18 patently defines over 
Ahmad lor at least the reason that y4/7mac/ fails to disclose, teach or suggest certain 
features in claim 18. 

Claim 18 recites: 

18. A system for licensing software including: 

a protected software product, the software product including 
at least one function that is restricted to a limited use, the function 
containing at least one technology that must be registered before the 
limited use is relieved, the software including a logic for receiving a 
communication, the communication including a means for relieving 
the limited use restriction of the at least one function , and 

a registration clearinghouse for storing registration information 
associated with identification information compiled in a registration 
database used to track the use of the technology, the registration 
clearinghouse also containing the means for relieving the limited use 
restriction of the at least one function. 

{Emphasis added.) In rejecting claims 10 and 18, the Office Action alleges, among 

other things, that >4/7mac/ teaches "Software used in a software licensing system 

comprising: at least one function that is restricted to a limited use , the function 

containing at least one technology that must be registered before the limited use is 

relieved (col. 2 lines 4-8; col. 2 lines 62-67)." {Emphasis added; Office Action, pg. 6) 

Applicant disagrees and submits that the Ahmad reference does not teach the following 

feature highlighted in claim 18: "a protected software product, the software product 

including at least one function that is restricted to a limited use, the function containing 

at least one technology that must be registered before the limited use is relieved, the 

software including a logic for receiving a communication, the communication including a 

means for relieving the limited use restriction of the at least one function." As discussed 
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for claim 5 above, there is a fundamental distinction between the Ahmad reference and 
the present invention. 

As supported by the cited text above, the Ahmad reference relates to software 
programs/modules that are not functional unless authorization has been received. That 
is, the software modules disclosed by Ahmad are not offered in a "limited use" mode. 
The program module is either available for use or is disabled. 

The present invention relates to software which provides limited use to end 
users. To allow end users to later elect to run or launch certain functions within the 
software to obtain less limited or unlimited use, claim 18 includes the element, "the 
software including a logic for receiving a communication, the communication including a 
means for relieving the limited use restriction of the at least one function." However, if 
the end user does not elect to obtain less limited or unlimited use of the software via 
activation of additional features, the software is still available, but simply remains in a 
limited use mode. 

Therefore, Applicant respectfully submits that independent claim 18 patently 
defines over Ahmad lor at least the reason that >4/7mac/ fails to disclose, teach or 
suggest certain features in claim 18. 

Dependent Claims 19-24 are Patentable Over Ahmad 

Because independent claim 18 patently defines over Ahmad, dependent claims 

19-24 are allowable over Ahmad as a matter of law for at least the reason that claims 
19-24 contain all the features and elements of their corresponding independent claim. 
See, e.g. In re Fine, 837 F. 2d 1071 (Fed. Cir. 1988). 
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Independent Claim 25 is Patentable Over Ahmad 

Applicant respectfully submits that independent claim 25 patently defines over 
Ahmad lor at least the reason that >4/7mac/ fails to disclose, teach or suggest certain 
features in claim 25. 

Claim 25 recites: 

25. A method for licensing software comprising: 

providing software to a user, the software including at least one 

unregistered technology within at least one restricted functionality 

module , 

receiving a request from a user to relieve the restricted functionality 
module; 

relieving the restricted functionality, creating activated 
functionality , and 

licensing the registered technology from a technology holder. 

{Emphasis added.) Among other things, the Office Action alleges that Ahmad 
teaches "A method for licensing software comprising: providing software to a 
user, the software including at least one unregistered technology within at least 
one restricted functionality module (col.2 lines 4-8)." (Office Action, pg. 7) 
Applicant respectfully disagrees. The text cited by the Office Action is shown 



There is a further need in the art for a software program module rental 
method and system that allow software applications to be rented on a pay- 
per-use basis from a remote rental service provider while allowing the 
rental service provider to monitor use of the rented software application. 

{Emphasis added; Col. 2, Lines 4-8) However, as discussed above, there is a 

fundamental distinction between the /A/7/77ac/ reference and the present invention. As 

supported by the cited text above, the Ahmad reference relates to software modules 

that are not functional unless authorization has been received. That is, the software 
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modules disclosed by Ahmad are not offered in a "limited use" mode. The program 
module is either available for use or is disabled. 

The present invention relates to software which provides limited use to end 
users. To allow end users to later elect to run or launch certain functions within the 
software to obtain less limited or unlimited use, claim 25 includes the step of "relieving 
the restricted functionality, creating activated functionality." However, if the end user 
does not elect to obtain less limited or unlimited use of the software via activation of 
additional features, the software is still available, but simply remains in a limited use 
mode. 

Therefore, Applicant respectfully submits that independent claim 25 patently 
defines oyer Ahmad for at least the reason that >A/7/7?ac/ fails to disclose, teach or 
suggest certain features in claim 25. 

Independent Claim 26 is Patentable Over Ahmad 

Applicant respectfully submits that independent claim 26 patently defines over 
Ahmad 1or at least the reason that Ahmad fails to disclose, teach or suggest certain 
features in claim 26. 

Claim 26 recites: 

26. A method for managing the expense of licensed technology 
comprising: 

providing software to a user, the software includinp at least 
one unregistered technology within at least one restricted 
functionality module ; 

receiving a request from a user to relieve the restricted functionality 
module; 

compiling registration data in a registration database; 
relieving the restricted functionality , and 
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determining the usage of a registered technology based on the 
registration data in the registration database. 

{Emphasis added.) Among other things, the Office Action alleges that Ahmad 

teaches "a method for managing the expense of licensed technology comprising: 

providing software to a user, the software including at least one unregistered 

technology within at least one restricted functionality module (col .2 lines 4-8)." 

(Office Action, pg. 7) Applicant respectfully disagrees. As discussed above, 

there is a fundamental distinction between the Ahmad reference and the present 

invention. As supported by the cited text above, the Ahmad reference relates to 

software modules that are not functional unless authorization has been received. 

That is, the software modules disclosed by Ahmad are not offered in a "limited 

use" mode. The program module is either available for use or is disabled. 

The present invention relates to software which provides limited use to end 
users. To allow end users to later elect to run or launch certain functions within the 
software to obtain less limited or unlimited use, claim 26 includes the step of "relieving 
the restricted functionality." However, if the end user does not elect to obtain less 
limited or unlimited use of the software via activation of additional features, the software 
is still available, but simply remains in a limited use mode. 

Therefore, Applicant respectfully submits that independent claim 26 
patently defines over Ahmad lor at least the reason that >\/7mac/ fails to disclose, 
teach or suggest certain features in claim 26. 
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III. Response to Claim Rejections Under 35 U.S.C. § 103 

Claims 7, 15, and 22 stand rejected under 35 U.S.C. § 103(a) as allegedly being 
unpatentable over Ahmad in view of Lane. Claims 13 and 20 stand rejected under 35 
U.S.C. § 103(a) as allegedly being unpatentable over Ahmad in view of Shuster. 
Finally, claims 14, and 21 stand rejected under 35 U.S.C. § 103(a) as allegedly being 
unpatentable over Ahmad In view of Garrison. 

Applicant respectfully submits that the rejection of these claims has been 
rendered moot for at least the reason that all the corresponding base claims from which 
these claims depend, are allowable. 

CONCLUSION 

Applicant respectfully submits that all pending claims are in condition for 
allowance. Favorable reconsideration and allowance of the present application and all 
pending claims are hereby courteously requested. If, in the opinion of the Examiner, a 
telephone conference would expedite the examination of this matter, the Examiner is 
invited to call the undersigned attorney at (770) 933-9500. 
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No fee is believed to be due in connection witii tliis amendnnent and response to 
Office Action. If, however, any fee is believed to be due, you are hereby authorized to 
charge any such fee to deposit account No. 20-0778. 



THOMAS, KAYDEN, HORSTEMEYER 
& RISLEY, L.L.P. 

100 Galleria Parkway NW 
Suite 1750 

Atlanta, Georgia 30339 
(770) 933-9500 



Respectfully submitted, 




Daniel R. McClure 
Reg. No. 38,962 



22 



